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" The MAILING DATE of this communication app ars on the cover sheet with th corr spondence addr ss -- 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, tiy statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1)S Responsive to communication(s) filed on 21 April 2003 . 
2a)n This action is FINAL. 2b)n This action is non-final. 

3) 0 Since this application is in condition for allowance except for fomrial nnatters, prosecution as to the merits is 

closed in accordance with the practice under Ex pa/Ye Quayle, 1935 CD. 11, 453 O.G '. 213. 
Disposition of Claims 

4) ^ C!aim(s) 5-83 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) IEI Claim(s) 5-20.22-37,39-54 and 56-82 is/are allowed. 

6) 13 Claim(s) 21,38,55 and 83 is/are rejected. 
?)□ Claim(s) is/are objected to. 

8) 0 Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) 0 The specification is objected to by the Examiner. 

10) 13 The drawing(s) filed on 28 September 1999 is/are: a)l3 accepted or bO objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

11) 0 The proposed drawing correction filed on is: a)n approved b)n disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) n The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 120 

1 3) 13 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 1 9(a)-(d) or (f). 

a)|ElAll b)n Some*c)n None of: 

1 Certified copies of the priority documents have been received. 

2.n Certified copies of the priority documents have been received in Application No. . 



3.n Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) n Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 119(e) (to a provisional application). 

a) D The translation of the foreign language provisional application has been received. 

15) 0 Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121 . 

Attachment(s) 

1 ) S Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-41 3) Paper No(s). . 

2) n Notice of Draftsperson's Patent Drawing Review (PTO-948) 5) CH Notice of Informal Patent Application (PTO-152) 

3) n Information Disclosure Statement(s) (PTO-1449) Paper No(s) . 6) □ Other: 
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Response to Amendment 



1. Applicant's amendment of April 21, 2003 does not render the application allowable. 



Response to Arguments 



2. Applicant's arguments filed April 21, 2003 have been fully considered but they are not 
persuasive. With respect to the rejections of claims 21 and 38 under 35 U.S.C. § 103(a) as being 
unpatentable over Heisei 10-227755 in view of the CAPLUS abstract of Maslinska-Solich, 
Applicant has submitted a declaration alleging, "[t]he listing of maleic acid or anhydride as an 
example of a hydrophilic macromolecule is not correct and one skilled in this art would 
recognize that the listing of maleic acid or anhydride as a hydrophilic macromolecule in a 
reaction layer is in error." The examiner has not been persuaded that the teaching of maleic acid 
or its anhydride in Heisei 10-227755 is in error. First, the declaration is merely Declarant's 
opinion of how one with ordinary skill in the art would construe the disclosure, and opinion 
declarations, unlike factual declarations, cannot be dispositive of the issue in question. Second, 
maleic acid or anhydride is not the only compound in paragraph [0007] of Heisei 10-227755, 
acrylic acid and metaacrylic acid, for example, are also listed. Third, no certificate of correction, 
or equivalent patent correction document, has been provided for Heisei 10-227755 that replaces 
monomers or compounds in paragraph [0007] with the corresponding polymers. Last, even 
assuming maleic acid or its anhydride is an accidental disclosure, there is precedent that an 



Application/Control Number: 09/406,832 Page 3 

Art Unit: 1753 

accidental disclosure can constitute an accidental teaching. See, for example, General Electric 
Company v. Watson, Comr, Pats. 127 USPQ 326, 329, 



Status of Objections and Rejections Pending Since the Office Action of December 19, 2002 

3. The objection to claim 38 is withdrawn. 

4. The rejection of claims 20, 21, 37, 38, and 54-81 under 35 U.S.C. § 1 12, first paragraph 
is withdrawn. 

5. The rejections of claims 21 and 38 under 35 U.S.C. § 103(a) as being unpatentable over 
Heisei 10-227755 in view of CAPLUS abstract of Maslinska-Sohch are withdrawn. 



6. The rejection of claims 55 and 59-63 under 35 U.S.C. § 103(a) as being unpatentable 
over Crismore et al. in view of Vetter et al. and Gotoh et al. is withdrawn. 
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Claim Rejections - 35 USC §103 

7. The text of those sections of Title 35, U.S. Code not included in this action can be found 
in a prior Office action. 

8. Claims 21, 38, 55, and 83 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
English language translation of Heisei 10-227755 in view of the newly cited Aoyama et al. 

(US 5,424,204). 

Addressing claims 21, 38, and 55, Heisei 10-227755 discloses a method for stabilizing 
glucose dehydrogenase for use in a glucose sensor ([Means of solution] and second sentence in 
paragraph [0007]) comprising an electrically insulating base plate, an electrode system including 
a working electrode and a counter electrode formed on the base plate (Figure 1), and a reaction 
layer which is formed in contact or in the vicinity of the electrode system (Figure 2), wherein the 
reaction layer contains glucose dehydrogenase whose coenzyme is pyrrolo-quinoline quinone 
and at least one additive is added to glucose dehydrogenase- whose coenzyme is pyrrolo- 
quinoline quinone ([Means of solution] and paragraph [0007]). Heisei 10-227755 also discloses 
a list of additives (paragraph [0007]) that includes maleic acid, which is in the Markush group of 
additives in Applicant's claim. It would have been obvious to one with ordinary skill in the art at 
the time the invention was made to choose maleic acid or a maleate from among the list of 
additives disclosed by Heisei 10-227755 in order to optimize the glucose sensor. Although, 
carboxymethyl cellulose showed the best performance (paragraph [0007]), this was for limited 
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- a. a„ ,„co. 

disclosed 1st of additives FnrtK 

3,,,. 30-3., 

Moya^ae... -'eic acid wi,, aiso «,.e .he ,„oose de^rogen™. 



Allowable Subject Matter 
9. Claims 5-20, 22-37, 39-54, and 56-82 are allowed. 
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^)Ciain,s40.«.ependdirect„„H„.irect,,o.a,,o„a.eC,ai.3.' 
e) Clatm 82 requires that glucose sensor of claim 55 

-------,o.co„sisti„.ofametal ,,a 

- a .ertvatl™ thereof- Heisei |„L„ ' '"^ = 

aci. as a s.a.li.r J """^ — - »si, 

Stabilizer. Providing an additional stabilizer from fh. . 
-«--ot«ose.,,t.eserefere„«; ^ -"P of 

« «ms 5M3 depend a^ectly orindirecly from „o„,,, 3^, 
8) Claims « and 73 each require a stabilizer an,, a buffer to b . 
dehydrogenase whose coenzyme is n , ^ ^ *d » glucose 

-.er are selected ff ^ - 

elected from l,m„ed groups of compound. Heise, ,0 2277« 
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5686. The examiner can normally be reached on M-F 8:30 - 5:00. 

.f auemprs » reach .he examiner by telephone are unsuccessM, ,he examiner. 

»"Pe™sor,KAM HOUVBKcanbereachedon .03, 303.33.. nefaxphonenomhers for .he 
o«„ Where *ia app,ica,„„ o, proceeding is assi^ed are (,03, S7«3 10 for regular 

communications and (703) 872-93 1 1 fnr Aft,, , 

V s yj 1 1 tor After Final communications. 

Any inquiry ofageneralnatureorrelatingtothestatusofthis application or proceeding 
should be directed to the receptiomst whose telephone number is(703) 308-066I. 



Alex Nogutrola 
May 7, 2003 



